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DETAILED ACTION 



1. In view of the Applicant's arguments filed on 10/9/06, PROSECUTION IS HEREBY 
REOPENED. A new art rejection has been applied as set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be apphed to the new appeal. If, however, the appeal fees set forth in 37 CFR 41.20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 



Whoever invents or discovers any nev^^ and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, nriay obtain a patent therefor, subject to the conditions and 
requirements of this title. 



Claims 1-35, and 37-38 are rejected under 35 U.S.C. 101 because independent claims 1 
and 31 produce no end result. Claims 1 and 31, disclose, "receive the signal from the biometric 
voice sensor and to process the signal to extract the signal characteristics". These claims are 
rejected under 101 as being non-tangible. The Examiner suggest the Applicant amend the claims 
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Claim Rejections - 35 USC §101 



2. 



35 U.S.C. 101 reads as follows: 
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to, "to extract the signal characteristics includes using the stored information on the card to 
authenticate the user". 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-2, 10, 12-13, 31, 35, 37, 43 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nitta(4,85 1 ,654). 

5. As per claim 1, Nitta discloses an integrated circuit( fig. lA sheet 1), including: a 
biometric voice sensor is inherent in Nitta, because Nitta discloses a microphone(ref # 9 fig. 1 A 
sheet 1), and Nitta discloses that when a card holder utters some words to the card the 
microphone(9) receives the speech and transduces it into speech signals(see col. 2, lines 59-61). 
Nitta discloses wherein the voice sensor is configured to detect the speech of the user and to 
produce a signal responsive to the speech of the user(see col. 2, lines 59-64); and a voice 
processing circuit inherent in Nitta, integrated into a portion of the integrated circuit, wherein the 
voice processing circuit is configured to receive the signal from the biometric voice sensor and to 
process the signal to extract the signal characteristics that is included on the ic card(see col. 2, 
lines 59-64, col. 4, lines 40-66). 
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6. As per claim 2, Nitta discloses wherein the integrated circuit (ref # 1, fig. 1 A sheet 1) 
further includes memory for storing information indicative of at least one user's voice 
characteristics (see col. 6, lines 31-35). 

7. As per claim 10, Nitta discloses wherein the integrated circuit is configured to execute a 
voice-transmitted command by comparing the characteristics of the voice sensor signal to 
information stored in the memory indicative of a user speaking the command(see col. 5, lines 10- 
53). 

8. As per claim 12, Nitta discloses wherein the integrated circuit is configured to recognize 
the content of the user's speech(see col. 2, lines 59-67). 

9. As per claim 13, Nitta discloses wherein the recognized content is used to classify the 
speech by keywords(see col. 4, lines 31-66). 

10. As per claim 3 1 , Nitta discloses method of processing voice waves with a portable 
device(see col. 2, lines 36-42), including: generating an electrical signal with a voice sensor of 
the portable device responsive to speech spoken into the voice sensor(col. 2, lines 23-27, 59-67); 
analyzing the electrical signal with a signal processing circuit of the portable device to detect 
characteristics of the voice; and comparing the detected voice characteristics with information 
stored in a memory of the portable device and indicative of a user's voice(see col. 2, lines 59-68, 
col. 3, lines 1-7, col. 6, lines 8-16). 

11. As per claim 35, Nitta discloses executing a voice-transmitted command(see col. 4, lines 
40-66). 

12. As per claim 37, Nitta discloses recognizing the content of the user's speech(see col. 2, 
lines 61-64, col. 3, lines 1-3). 
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13. As per claim 43, Nitta discloses responsive to the comparison between the detected voice 
characteristics and the stored information, enabling communication between the portable device 
and the external data processing system(see col. 2, lines 59-68, col. 3, lines 1-7, col. 6, lines 8- 
16). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claims 4, 9, is rejected under 35 U.S.C. 103(a) as being unpatentable over Nitta(4,851, 
654) in view of Takahashi(4,96 1,229). 

16. Claims 4, 33 Nitta does not disclose wherein the integrated circuit card uses the stored 
information to authenticate the user. Nitta only discloses comparison of spoken information with 
the stored information to translate into commands(see col. 6, lines 31-35). Takahashi discloses 
wherein the integrated circuit card uses the stored information to authenticate the user(see col. 1, 
lines 41-45, col. 2, lines 59-65). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to include wherein the integrated circuit card uses the stored 
information to authenticate the user of Takahashi with Nitta, the motivation is that a user can be 
authenticated to determine if the voice uttered by the user is a registered person(see col. 2, lines 
63-65 of Takahashi). 
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17. Same Motivation as above. As per claims 9, 32, Nitta does not disclose wherein the 
stored information is to identify the user. Takahashi discloses wherein the stored information is 
to identify the user(see col. 2, lines 52-65). 

18. Claims 3, 11, 14, 28-30, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nitta(4,851, 654) in view of Kennedy(6,084,967). 

19. As per claim 3, Nitta does not disclose means for establishing a data link to download 
data from which the stored information is derived. Kennedy discloses means for establishing a 
data link to download data from which the stored information is derived (see col. 6, lines 10-35). 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
include a data link to download data; the motivation is that downloading data is a more efficient 
method of transferring information. 

20. As per claim 11, Kennedy discloses wherein the integrated circuit is fiirther configured to 
encrypt the voice sensor signal using an algorithm (see col. 5, lines 50-54). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to include encrypting the 
voice sensor signal of Kennedy with Nitta, the motivation is that encrypting information is a 
more secure method of insuring that the signal cannot tapped. 

21. As per claim 1 4, Kennedy discloses wherein the device includes a plastic frame(see col. 
1, lines 44-49, col. 2, lines 43-49) in which the integrated circuit is embedded(see col. 1, lines 
44-49, see col. 2, lines 43-49) and wherein the plastic frame is compHant with ISO 7816, is 
inherent in Kennedy, because Kennedy discloses a smart card(see col, 2, lines 30-35), the smart 
cards are inherent for using ISO 7816 this is the standard for smartcards, Nitta does not disclose 
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this. The method of using ISO 7816 standard for smartcards is well-known in the art, as 
disclosed in Kennedy. 

22. As per claim 28, Kennedy discloses a battery power source to power the device(see col. 
2, lines 36-37). It would have been obvious to include a battery power source to power the 
device of Kennedy with Nitta, the motivation is that a battery power source such as a card reader 
is needed to read the device(see col. 2, lines 36-40 of Kennedy). 

23. As per claim 29, Kennedy discloses a wireless port configured to receive an 
electromagnetic signal to power the device(see col. 2, lines 20-35). It would have been obvious 
to include a wireless port of Kennedy with Nitta, the motivation is that by providing a wireless 
port to receive the signal to power the device, is a more efficient method that does not require the 
use of cords to power the device. 

24. Same Motivation as above(see claim 29). As per claim 30, Kennedy discloses wherein 
the communication interface unit further includes a wireless port for communicating information 
to and from the device in contactless applications (see col. 2, lines 20-35). 

25. Claims 5-8 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nitta 
in view of Takahashi as applied to claim 4 and 33 respectively above, and further in view of 
Kennedy. 

26. As per claim 5, Kennedy discloses wherein the information is indicative of the voice 
characteristics of multiple users and wherein the device is configured to authenticate each of the 
multiple users(see col. 5, lines 10-20), Nitta does not disclose. It would have been obvious to 
one of ordinary skill in the art at the time of the invention to include multiple users of Kennedy 



Application/Control Number: 09/945,123 Page 8 

Art Unit: 2131 

with Nitta, the motivation is that by having multiple users allows many different people to enroll 
in the system(see col. 5, lines 10-20 of Kennedy). 

27. Same Motivation as above(see claim 5). As per claim 6, Kennedy discloses wherein the 
device contains user specific profile information for each of the multiple users that enable user 
specific device fiinctionality (see col. 5, lines 10-20). 

28. As per claim 7, Kennedy discloses wherein the integrated circuit is configured to 
authenticate a user of the device by comparing the characteristics of the voice sensor signal to 
information stored in memory indicative of a predetermined password(i.e. user's name)(see col. 
2, lines 55-65, col. 3, lines 1-6), Nitta does not disclose. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to include a predetermined password stored 
on the integrated circuit of Kennedy with Nitta, the motivation is that by the user being 
authenticated by speaking the predetermined password(i,e. voiceprint) is a more specific method 
of identify the user, by not only authenticating by the users voice but also the password that is 
spoken by the user. 

29. Same Motivation as above(see claim 7). As per claim 8, Kennedy discloses wherein the 
information stored in the memory is indicative of a user speaking a password and the integrated 
circuit is configured to authenticate a user by comparing the characteristics of the voice sensor 
signal to the information stored thereby determining whether the user is speaking the 
password(see col. 2, lines 55-65). 

30. As per claim 34, Kennedy discloses wherein authenticating the user includes comparing 
the characteristics of the voice sensor signal to information stored in the memory indicative of 
the user speaking a password(see col. 2, lines 65-67, col. 3, lines 1-22). It would have been 
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obvious to one of ordinary skill in the art at the time of the invention to include a user speaking a 
password of Kennedy with Nitta, the motivation is that by the user being authenticated by 
speaking the predetermined password(i.e. voiceprint) is a more specific method of identify the 
user, by not only authenticating by the users voice but also the password that is spoken by the 
user. 

31. Claims 15, 27, 38, 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nitta(4,8651, 654) in view of Maes et al.(6,41 1, 933). 

32. Nitta discloses a voice sensor(ref # 9 fig. 1 A sheet 1). However, Nitta does not disclose a 
pressure sensor. Maes discloses a pressure sensor(see col. 8, lines 25-65). It would have been 
obvious to combine Maes with Nitta to include a pressure sensor, the motivation is that Maes 
discloses a need exists for techniques that can better guarantee that a speaker physically 
produced a subject utterance(see col. 2, lines 46-48 of Maes), a need exists for techniques that 
can better guarantee that a given biometric attribute has been physically produced by the person 
offering the biometric attribute as his own(see col. 2, lines 46-50 of Maes), thus Maes discloses 
pressure sensor, that measures the pressure waves of the human vocal tract(see col. 8, lines 25- 
37). 

33. As per claim 27, Nitta discloses a communication interface unit(see col. 2, lines 11-14) 
including a portion of the integrated circuit and connected to the voice processing circuit(see col. 
2, lines 59-68, col. 3, lines 1-7). Nitta does not disclose wherein the interface unit includes a 
serial interface for communicating information through contacts according to an at least one of 
an ISO and USB protocol. However, Maes discloses wherein the interface unit includes a serial 
interface for communicating information through contacts according to an at least one of an ISO 
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protocol(see col. 6, lines 1-8, coL 12, lines 5-18). It would have been obvious to include the 
serial interface for communicating information through contacts according to the ISO protocol of 
Maes with Nitta, because providing a serial interface provides means for establishing a 
communication link between devices and other peripheral devices(see col. 6, lines 1-8 of Maes). 

34. As per claim 38, same motivation apphes above. Nitta does not disclose wherein 
generating the electrical signal includes measuring variations in an electrical parameter caused 
by the voice pressure wave modifying an electrical characteristic of a pressure sensor of the 
integrated circuit. Maes discloses wherein generating the electrical signal includes measuring 
variations in an electrical parameter caused by the voice pressure wave modifying an electrical 
characteristic of a pressure sensor of the integrated circuit(see col. 2, lines 46-50, col. 8, lines 25- 
37). 

35. As per claim 44, Nitta does not disclose wherein communication between the processing 
system and the smart card is done via at least one of an ISO port, a USB port, and a wireless port. 
However, Maes discloses a serial interface for communicating information through contacts 
according to an at least one of an ISO protocol(see col. 6, lines 1-8, col. 12, lines 5-18). It would 
have been obvious to include the serial interface for conmiunicating information through 
contacts according to the ISO protocol of Maes with Nitta, because providing a serial interface 
provides means for establishing a communication link between devices and other peripheral 
devices(see col. 6, lines 1-8 of Maes). 

36. Claims 39-42, 45-48 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. The reasons why these claims are allowable are for 
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components that make up the pressure sensor. In prior art and non-patent literature there is not 
disclosed or taught the components that make up the pressure sensor. 

37. Claims 16-26 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. The reasons why the claims are allowable are because prior art fails 
to the components that make up the pressure sensor on an integrated circuit. In prior art and non- 
patent literature there is not disclosed or taught the components that make up the pressure sensor. 

Response to Applicant 

38. The Applicant's argument, in regards to Kennedy and "the voice sensor integrated within 
the integrated circuit and the user speaking into the integrated circuit", is not disclosed in 
Kennedy. The Applicant's argument is persuasive, in that Kennedy discloses that the voice 
characteristics are stored on the integrated circuit(ic); however, the user speaks into the phone 
and the voice characteristics are compared with those on the card, the user does not speak into 
the ic. Kennedy discloses an ic card that is inserted into the phone and the user than speaks into 
the phone(see col. 2, lines (see col. 2, lines 55-64). Thus, new art has been applied to meet these 
limitations. Thus, arguments based on these limitations is moot. 

39. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/n re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
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In this case, Both Kennedy and Maes recognize validating/authenticating a user based on 
biometrics and more specifically voice biometrics. However, Kennedy does not disclose a 
pressure sensor. Maes discloses a pressure sensor(see col. 8, lines 25-65). It would have been 
obvious to combine Maes with Kennedy to include a pressure sensor, the motivation is that Maes 
discloses a need exists for techniques that can better guarantee that a speaker physically 
produced a subject utterance (see col. 2, lines 46-48 of Maes), a need exists for techniques that 
can better guarantee that a given biometric attribute has been physically produced by the person 
offering the biometric attribute as his own(see col. 2, lines 46-50 of Maes), thus Maes discloses 
pressure sensor, that measures the pressure waves of the human vocal tract(see col. 8, lines 25- 
37).- 

40. The Examiner and Primary Examiner, Revak, discussed with the Attorney of record on 
31^^ of January on doing an Examiner's Amendment to reduce prosecution. The Attorney of 
record denied Examiner's request. 

Conclusion 

Any inquiry concerning this communication or earlier communications fi"om the 
examiner should be directed to Jenise E. Jackson whose telephone number is (571) 272-3791. 
The examiner can normally be reached on M-Th (6:00 a.m. - 3:30 p.m.) alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on (571) 272-3795. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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